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This is a decision on the petition, filed on October 19, 2012, styled under 37 CFR 1.78(a)(3) and 
(a)(6), which is being treated as a petition under 37 CFR 1 .78(a)(6), seeking to add a claim for 
priority under 35 U.S.C. § 1 19(e) to prior-filed provisional applications by way of a certificate of 
correction. 



The petition is DISMISSED as moot. 



37 CFR 1.78(a)(5)(ii) indicates that the time periods set forth therein do not apply if the later- 
filed application is: (1) an application for a design patent; (2) an application filed under 35 
U.S.C. § 1 1 1(a) before November 29, 2000; and (3) a nonprovisional application which entered 
the national stage after compliance with 35 U.S.C. § 371 from an international application filed 
under 35 U.S.C. § 363 before November 29, 2000. 

Since this application was filed on September 28, 1999, which is prior to November 29, 2000, 
the provisions of 37 CFR 1 .78(a)(6) for acceptance of a late claim for priority do not apply to the 
subject nonprovisional application. Accordingly, the petition under 37 CFR 1.78(a)(6) is 
DISMISSED AS INVOLVING A MOOT ISSUE. 



In view of the above, the petition fee submitted is unnecessary, and will be refunded to 
petitioner's deposit account in due course. 

Petitioner's attention is directed to MPEP 1481.03, which states, in pertinent part: 

II. CORRECTION AS TO 35 U.S.C. 120 AND 35 U.S.C. 1 19(e) BENEFITS 
A. For Applications Filed Before November 29, 2000 
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For applications filed before November 29, 2000, it is the version of 37 CFR 1.78, 
which was in effect as of November 29, 2000, that applies. The pre-November 29, 
2000 version reads as follows: 

37 CFR 1.78. Claiming benefit of earlier filing date and cross-references to other 
applications. 

(a) 

(1) A nonpro visional application may claim an invention disclosed in one or 
more prior filed copending nonprovisional applications or copending international 
applications designating the United States of America. In order for a 
nonprovisional application to claim the benefit of a prior filed copending 
nonprovisional application or copending international application designating the 
United States of America, each prior application must name as an inventor at least 
one inventor named in the later filed nonprovisional application and disclose the 
named inventor's invention claimed in at least one claim of the later filed 
nonprovisional application in the manner provided by the first paragraph of 35 
U.S.C. 112. In addition, each prior application must be: 

(1) An international application entitled to a filing date in accordance with PCT 
Article 1 1 and designating the United States of America; or 

(ii) Complete as set forth in § 1.51(b); or 

(iii) Entitled to a filing date as set forth in § 1 .53(b) or § 1 .53(d) and include the 
basic filing fee set forth in § 1.16; or 

(iv) Entitled to a filing date as set forth in § 1 .53(b) and have paid therein the 
processing and retention fee set forth in § 1.21(1) within the time period set forth 
in § 1.53(f). 

(2) Except for a continued prosecution application filed under § 1 .53(d), any 
nonprovisional application claiming the benefit of one or more prior filed 
copending nonprovisional applications or international applications designating 
the United States of America must contain a reference to each such prior 
application, identifying it by application number (consisting of the series code and 
serial number) or international application number and international filing date 
and indicating the relationship of the applications. Unless the reference required 
by this paragraph is included in an application data sheet ( § 1 .76), the 
specification.must contain or be amended to-contain-such reference in the first 
sentence following any title. The request for a continued prosecution application 
under § 1.53(d) is the specific reference required by 35 U.S.C. 120 to the prior 
application. The identification of an application by application number under this 
section is the specific reference required by 35 U.S.C. 120 to every application 
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assigned that application number. Cross-references to other related applications 
may be made when appropriate (see § 1.14(a)). 

(3) A nonprovisional application other than for a design patent may claim an 
invention disclosed in one or more prior filed copending provisional applications. 
In order for a nonprovisional application to claim the benefit of one or more prior 
filed copending provisional applications, each prior provisional application must 
name as an inventor at least one inventor named in the later filed nonprovisional 
application and disclose the named inventor's invention claimed in at least one 
claim of the later filed nonprovisional application in the manner provided by the 
first paragraph of 35 U.S.C. 1 12. In addition, each prior provisional application 
must be entitled to a filing date as set forth in § 1.53(c), have any required 
English-language translation filed therein within the time period set forth in § 
1.52(d), and have paid therein the basic filing fee set forth in § 1.1 6(k) within the 
time period set forth in § 1.53(g). 

(4) Any nonprovisional application claiming the benefit of one or more prior 
filed copending provisional applications must contain a reference to each such 
prior provisional application, identifying it as a provisional application, and 
including the provisional application number (consisting of series code and serial 
number). Unless the reference required by this paragraph is included in an 
application data sheet ( § 1 .76), the specification must contain or be amended to 
contain such reference in the first sentence following any title. 

j|e ;|c $ + j|e 

Under certain conditions specified below, a Certificate of Correction can be used, 
with respect to 35 U.S.C. 120 and 1 19(e) priority, to correct: 

(A) the failure to make reference to a prior copending application pursuant to 37 
CFR 1 .78(a)(2) and (a)(4); or (B) an incorrect reference to a prior copending 
application pursuant to 37 CFR 1.78(a)(2) and (a)(4). 

For all situations other than where priority is based upon 35 U.S.C. 365(c), the 
conditions are as follows: 

(A) for 35 U.S.C. 120 priority, all requirements set forth in 37 CFR 1 .78(a)(1) 
must have been met in the application which became the patent to be corrected; 

(B) for 35 U.S.C. 1 19(e) priority, all requirements set forth in 37 CFR 

1 .78(a)(3) must have been met in the application which became the patent to be 
corrected; and 

(C) it must be clear from the record of the patent and the parent application(s) 
that priority is appropriate. See MPEP § 201.11 for requirements under 35 U.S.C. 
119(e) and 120. 
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Where 35 U.S.C. 120 and 365(c) priority based on an international application is 
to be asserted or corrected in a patent via a Certificate of Correction, the 
following conditions must be satisfied: 

(A) all requirements set forth in 37 CFR 1 .78(a)(1) must have been met in the 
application which became the patent to be corrected; 

(B) it must be clear from the record of the patent and the parent application(s) 
that priority is appropriate (see MPEP § 201.11); and 

(C) the patentee must submit with the request for the certificate copies of 
documentation showing designation of states and any other information needed to 
make it clear from the record that the 35 U.S.C. 120 priority is appropriate. See 
MPEP § 201.13(b) as to the requirements for 35 U.S.C. 120 priority based on an 
international application. 

If all the above-stated conditions are satisfied, a Certificate of Correction can be 
used to amend the patent to make reference to a prior copending application, or to 
correct an incorrect reference to the prior copending application. Note In re 
Schuurs, 218 USPQ 443 (Comm'r Pat. 1983) which suggests that a Certificate of 
Correction is an appropriate remedy for correcting, in a patent, reference to a prior 
copending application. Also, note In re Lambrech, 202 USPQ 620 (Comm'r Pat. 
1976), citing In re Van Esdonk, 187 USPQ 671 (Comm'r Pat. 1975). 

If any of the above-stated conditions is not satisfied, the filing of a reissue 
application (see MPEP § 1401 - § 1460) would be appropriate to pursue the 
desired correction of the patent. 

In view of the receipt of the certificate of correction fee, the patent file is referred to the 
Certificates of Correction Branch for consideration as a request for a Certificate of Correction to 
to correct the benefit claims. 

Any questions concerning this matter may be directed to the undersigned at (571) 272-3231. 




Douglas I. Wood 
Senior Petitions Attorney- 
Office of Petitions 



